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I. RKaL PARTY IN INTKRBST 

The real party in interest for this appeal and the present application is Xerox Corporation, by 
way of an Assignment recorded in the U.S. Patent and Trademark Office at Reel 1241 1. Frame 
834-835. 
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II. STATKMKNT OF RELATED APPKALS AN D INTKRFFR F.NCF.S 

hollowing arc identified any prior or pending appeals, interferences or judicial 
proceedings, known to Appellant. Appellant's representative, or the Assignee, that may be 
related lo, or which will directly affect or be directly affected by or have a bearing upon the 
Board's decision in the pending appeal: 

1 ) Application No. 10/024,726 (Attorney Docket No. A0059 US-NP) on appeal. 

2) Application No. 1 0/024,727 ( Attorney Pocket No. A005QQ-US NP) on appeal. 

3) Application No. 10,023,644 (Attorney Pocket No. A0O60-US NP). Notice of 
allowance mailed 07-05-2005; issue fee payment received 07-22-2005; reverse issue fee 07-22- 
2(X)5; abandonment for failure to pay issue fee 1 1 21- 2005; issue fee payment received 12-1 3-2005; 
petition entered 1 2- 1 3-2005. 

Note that all cases have the same inventor; all cases were filed on the same day. 
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IV. STATUS OF AMENDMENTS 

No Amendment After Final Rejection has been filed. 
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V. SUMMARY OhXLAlM Fn SUBJECT MATTHR 

The invention of Claim I is directed to a method of creating a page description language 
description of an electronic document; comprising: providing an electronic document, wherein 
the electronic document includes at least one image object; convening the electronic document 
into print data and rendering data in accordance with a page description language to generate a 
PDL file; associating at least one primer- independent prim-quality characteristic with the at least 
one image object (patent application f hereinafter *pa"| page 5, lines 18-23); wherein a primer 
independent print-quality characteristic comprises instructions for indicating a feature of an 
image element thai is to be preserved during rendering without specifying any printer-specific 
imaging actions needed to achieve the feature (pa page 7, lines 17-21), such thai when printer- 
dependent imaging actions are associated with the printer-independent print-quality 
characteristic, the printer-dependent imaging actions taken by the printer achieve the feature of 
the image element to be preserved during rendering (pa page 10, lines 21-25); and inserting the 
association information in the PDL file (pa page 5, lines 23-24), 

The invention of Claim 10 is directed to rhe method of Claim I, wherein the printer- 
independent print-quality characteristics comprise at least one of "make sharp edges", "reduce 
mottle", ^distinguish neighboring colors", deduce moire", "distinguish tone and edges", 
"maximum tone depth", ''perceptual colors", "contour", "no abutting corners", "increase moire", 
"uniform gloss", "distinctness" and "compress without loss of detail" (pa page 7, lines 21-25). 
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VI. GROUNDS OF REJECTION TO BH REV IEWED (WAPPBAL 
Tlic following grounds of rejection are presented for review: 

1) Claims 1-7. 9 and 10 are rejected under 35 U.S.C. § 103(a) as being unpatentable 
over Smith el bI. (U.S. Patent No. 5,704,021). Parkhurst ct al. (U.S. Pateni No. 5,642,474). 
Parkhurst a al (Hewlett Packard Journal. February 1994) and termer (U.S. Patent No. 5,668,931). 

2) Claim 8 is rejected under 35 U.S.C. § 1 03(a) as being unpatentable over Smith et 
al. (U.S. Patent No. 5,704.021), Parkhurst et al. (U.S. Patent No. 5,642,474), Parkhurst et al. 
(Hewlett Packard Journal, February 1994) and tenner (U.S. Patent No. 5.668,931) as applied to 
Claim 3, and further in view of Palmer (U.S. Patent No. 6,078.403). 
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VII. ARGUMKNT 

Appellant's invention enables any user to specify how his print job is to be output 
without having a detailed knowledge or understanding ol* how a particular printer achieves a 
particular output effect. Appellant's invention achieves this through the use of printer 
independent print quality characteristics (or features). A primer-independent print-quality 
characteristic is an instruction associated with an image element, such as object type, in an 
electronic page, which indicates printer-independent features that are preferentially emphasized 
when printing the element. Examples of printer-independent print quality characteristics include 
"make sharp edges", "reduce motile", "distinguish neighboring colors", "reduce moire", 
"distinguish lone and edges", "maximum tone depth", perceptual colors" and "compress 
without loss of detail". A printer independent print-quality characteristic is an instruction that is 
understandable to a user, but not to a printer. A printer independent print-quality characteristic 
is a characteristic that any user can understand and use to achieve the type of output that he 
desires. When a user specifies that a particular object or image element is to have "sharp 
edges", the user doc not have to know how a particular printer will achieve this result. A user 
could care less which halftone screen is used; the user only cares that his output clement has 
"sharp edges". 

A. Claims 1-7, 9 and 10 are patentable und er 35 U.S.C. »H»(n) over Smith ct al, 
(LKS Patent No. 5.704.021). Parkhurst cr f" j Patent No. 5.642.474). Parkhurst 
gi_al. fHcwlett P ac kard Journal. February 1994) and Permer (U.S. P atent No. 
5.668.931). 

U.S. Patent 5,704,021 to Smith et al.. "Adaptive Color Rendering By an Inkjet Printer 
Based on Object Type," describes a method of using a printer system for identifying one or more 
different types of color objects in a document, selecting a preferred rendering option such as 
halftoning and/or color matching for each one of such different color object lypes, respectively, 
and then printing the document in accordance with the rendering options selected for each of 
such different color object types. U.S. Patent 5,642,474. to Parkhurst ct al.. "Arbitrary Masking 
Technique for Pilling in Shapes for Display" describes a method for filling in arbitrary shapes 
with a pattern that is modified by requiring the fill pattern to be transmitted once to the printer 
instead of iwicc. The 1994 urticlc by Parkhurst ct al., "Connectivity of the HP l>esk lei l 200C 
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Printer" describes the software and firmware components of the I200C printer used to achieve 
print solutions. U.S. Patent 5.668,931 to Deriner, "Method for Automatic Trap Selection for 
Correcting For Plate Misregistration in Color Printing." describes a method for automatic 
compensation for misregistration of printing plates in printing of polychromatic document pages 
or images, in which a trapping image is superposed upon the structured graphic image 
representing ihe layout of the document page or image from which it was derived, so as to 
prevent light leaks and other errors at the boundaries between color regions with the image. U.S. 
Patent 6,078,403 to Palmer. Method and System for Specifying Kormat Parameters of a 
Variable Data Area Within a Presentation Document" describes a method of processing 
formatting parameters of a variable data area within a ba.se document. 

None of the references cited teaches or suggests Appellant's method of creating a page 
description language description of an electronic document which includes "associating at least 
one primer-independent print-quality characteristic with the at least one image object; wherein a 
printer-independent print-quality characteristic comprises instructions tor indicating a feature ot 
an image element that is to be preserved during rendering without specifying any printer-specific 
imaging actions needed to achieve the feature, such that when printer-dependent imaging 
actions are associated with the printer-independent print-quality characteristic, the printer- 
dependent imaging actions taken by the printer achieve the feature of the image clement to be 
preserved during rendering." 

I. Claims 1-7 .9 

a. "Halftoning and/or color matching" as defined in Sm ith et al. are 
pri n t er-dependen t processes . 

The Examiner asserts that Smith et al. discloses "associating at least one printer- 
independent print-quality characteristic with the at least one image object" citing the setting of 
color modes for different object types. Citing a color mode with an object type is not the same 
as associating a -printer-independent print-qualiiy characteristic wirh the at least one image 
object: wherein a printer-independent prim quality characteristic comprises instructions for 
indicating a feature of an image clement that is to be preserved during rendering without 
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specifying any printer-specific imaging actions needed to achieve the feature". The color modes 
of Smith et al. arc pre-defined imaging actions specific to the particular printer. 

In Smith et al., the user who wishes to manually set ihc printer options for his document 
is presented with the ability to select automatic color or manual color. Under the manual color 
options shown in Fig. 5 of Smith ei al. the user can select under 'Print Color Control" any of 
-vivid color 82", match screen 83" and "no adjustment 84" and assign his selection to text 85, 
graphics 86 or photo 87. Under "Halftoning", the use can select any of "cluster 91", ••pattern 
92" and "scatter 93" and assign his selection to text 85, graphics 86 or photo 87. The user can 
also vary the lightness of the entire document in box 96. Kach of these selections is a printer- 
dependent process and has associated with it the appropriate map to achieve the specified result. 

Kach halftone screen (cluster, pattern or scatter) is specific to that printer. Kach color 
control: ("vivid color", "match screen" and "no adjustment") is a specific process (color map) 
for thai printer. When a user makes a selection from the controls shown on Kig. 5 of Smith et 
al., the user is selecting the particular printer-dependent prim process to use. 

If a user wanted to "indicate a feature of an image element that is to be preserved during 
rendering without specifying any printer-specific imaging actions needed to achieve the 
feature," such as. for example, "make sharp edges", using Smith et al., the user could not 
because no such option exists in Smith et al. If a user wanted to try to simulate "make sharp 
edges" for a particular graphic in Smith ei al., the user would have to know (or guess through 
trial and error) which, if any, halftoning screen (cluster, pattern or scatter) would achieve that 
result. Similarly, if a user wanted to "indicate a feature of an image clement that is to be 
preserved during rendering without specifying any primer-specific imaging actions needed to 
achieve the feature," such as "reduce moire", the user would not know/guess if "vivid color" or 
"match screen" or "no adjustment" would achieve lhai result. Smith et al. provides no such 
option for "indicating any leaiyre of an image ejejgem that is to be preserved during rendering 
without .specifying any printer-specific imaging actions needed to achieve the feature." 

Specifying a halftone screen (or other category specified in Smith et al.) is tantamount to 
specify a tool of the primer to achieve a particular halftone result. Specifying a halftone screen 
is net the same as "indicating a feature of an image element that is to be preserved during 
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rendering without specifying any printer-specific imaging actions needed to achieve the 
feature" 
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b. In Parkhursi (474) an attribute is not a feature of an image clem ent 
to be preserved during rcndcriniL 

The Examiner staled thai Parkhursi (474) "discloses inserting the association information 
in the PDL file (citing col. 4, lines 12-13, PCL file i> seni to primer, therefore, prim dam in the 
form of the PPL file comprises association information)." Parkhursi (474) at col. 4, lines 11-16 
states: "In preferred embodiment, the printer instructions are transmitted to the printer in a PCL- 
5C formatter. The PCI.-5C formatter architecture used by the printer is based on the 
construction of a display list of objects that arc generated by a language parser from the 
incoming PCL data stream." 

Parkhurst (474) at col. 4, lines 26-29 states; "Other than the basic object definitions, the 
display list also receives certain attributes, such as foreground color, pattern and ROPs (raster 
operation process], that charaeterize the nature of the display list objects in its rendering 
process." Such "attributes" associated with an object definition are believed to be printer 
dependent imaging actions and not a ••printer-independent print-quality characteristic with the at 
least one image object: wherein a printer-independent print-quality characteristic comprises 
instructions for indicating a feature of an image elemenl that is to be preserved during rendering 
without specifying any printer-specific imaging actions needed to achieve the feature". Such 
attributes may also be considered an image element, For example, the attribute "foreground 
color" is an image element. A feature of that image element (foreground color) to be preserved 
during rendering without specifying any printer-specific actions needed to achieve the feature 
might be •'maximum tone depth". 

c. in ihr Parkhurs i journal article, sp ecifying orint attributes. jn_a 
device independ e nt fashion is not the same as specifyin g a 

^njKadjdQBgnden] print-quality characteristic comprising 

ins tructions for indicating a featur e of an image element that is to 
he preserved during rendering wit hout specifying any printer- 
specific imaging actions needed to achieve the feature." 

The Parkhurst journal article describes -allowing the applications to specify attributes 
and lay down geometrical shapes in a device independent fashion" citing page 87. first 
paragraph under "Raster Operation". For example, a device independent description of the 
geometrical shape "circle" i> achieved by identifying its radius. This attribute of Dm circle ^its 
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radius) is not "a feature of an image element ihai is to be preserved during rendering without 
specifying any primer-specific imaging actions needed to achieve the feature " A feature ol the 
circle that is to be preserved during rendering without specifying any printer-specific imaging 
actions needed to achieve lhc feature might he, for example, "distinguish tone and edges". 

d. In farmer, specifying trap pin g parameters is n ot "indicating a 
fea ture of an image element th ai is to be preserved during 
rendering without specifying any printer-specific imagi ng . actions 
needed to achieve the feature." 

Trapping is required in multi-pass print jobs: print jobs where each page is printed 
separately for each color on The page. Printing the cyan elements, for example, on a page that 
had first been printed magenta, may result in misregistration between some of the image 
elemcnrs - at the border where cyan and magenta images overlap. Appellant believes that ihc 
printer-independent print qualiiy characteristic, i.e.. rhe "feature of an image element that is to 
be preserved during rendering without specifying any printer-specific imaging actions needed to 
achieve the feature" in this instance would be "preserve edges between images of different 
colors" or "distinguish neighboring colors". And, indeed, the printing system might associate 
"preserve edges between images of different colors" or "distinguish neighboring colors" with a 
trapping algorithm (the imaging actions taken by the printer to achieve the feature of the image 
etemeni to be preserved during rendering) to achieve the desired result. 

2. Claim JO 

Nothing in any of the references cited leaches or suggest printer-independent print- 
quality characteristic comprises instructions for indicating a feature of an image clement that is 
ro be preserved during rendering without specifying any printer- specific i maging actions needed 
io achieve the feaiure, such us "make sharp edges", "reduce mottle", "distinguish neighboring 
colors", "reduce moire", "distinguish ume and edges", "maximum tone depth", "perceptual 
colors", "contour", "no abutting corners", "increase moire", "uniform gloss", "distinctness" and 
"compress without loss of detail" as claimed by Appellant. 
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B. Claim 8 is patentable under 35 U.S.C. § 103(a) over Smith ci al. (U.S. Patent No. 
5.704,021). Parkhur-st et ; «1 ( U S. Patent No. 5.642.4 741. Parkhurst Ct al. (Hewlett 
Packard Journa ) , February 1994) and l)ernier (U.S. Patent No. 5,668,9311 as applied 
in Claim 3. and fuiihcr in view of Palmer (U.S. Patent No 6.078.403). 

Palmer was cited for teaching 'adding PDL comments for each object descriptor." 
Nothing in Palmer overcomes the lack of teachings in any of the other references eired with 
regard to Claims 1 and 3 as discussed by Appellant above with regard to Claim I 
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VIII. CONCLUSION 

For alt of the reasons discussed above, ii is respectfully submitted that ihe rejections 
are in error and that Claims 1-10 are in condition for allowance. For all of the above reasons. 
Appellant respectfully requests this Honorable Board to reverse the rejections of Claims 1-10. 

Respectfully submitted. 

tednneuc M. Walder 
)tuorney for Appellant 
Registration No. 30,698 

Xerox Corporation 
Santa Ana, California 
Telephone No. 7 14-565- 1700 
Date: June 9, 2006 
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CLAIMS APPHNniX 
CLAIMS INVOLVED IN T1IK APPKAL: 

1. (Previously Presented) A method of creating a page description language 
description of an electronic document; comprising: 

providing an electronic document, wherein the electronic document includes ai least one 
image object; 

converting the electronic document into print data and rendering data in accordance with 
a page description language to generate a PDL 11 le; 

associating at leasi one printer- independent prini-qualily characteristic with the at least 
one image object; 

wherein a primer-independent prim-quality characteristic comprises instructions lor 
indicating a feature of an image element that is to be preserved during rendering without 
specifying any printer-specific imaging actions needed ro achieve the feature, such that when 
printer-dependent imaging actions are associated with the printer-independent print-qualiiy 
characterise the printer-dependent imaging actions taken by the printer achieve the feature of 
ihe image element to be preserved during rendering; and 

inserting the association information in the PDL file. 

2. (Original) Thi: method of claim 1> wherein the image object has an object 
type and wherein the associating step comprises the steps of: 

providing a list of object lypes: 

providing a list of printer- independent print-quality characteristics; 
selecting the image objeefs object type from the list of object types; and 
associating ai least one primer- independent prini-qualiiy characteristic with the selected 
object type. 

3. (Original) This method of claim 1 , wherein the associating step comprises the 
steps of: 

providing a list of object descriptors for the image object; and 
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associating at leasi one printer-independent print-quality characteristics wilh each of said 
object descriptors. 

4. (Original) The method of claim ,V furrhcr comprising: 
defining a custom object descriptor for the image object; 

adding the custom object descriptor to the list of object descriptors; and 
associating at least one printer-independent prim- quality characteristics with said custom 
object descriptor. 

5. (Original) The method of claim I, further comprising providing a default set 
of associations for use by the page description language, wherein the default set comprises a 
plurality of object types and at least one printer-independent prim-quality characteristic 
associated with each of said plurality of object types; and 

inserting the default set in the PDL file. 

6. (Original) The method of claim 3, further comprising: inserting the list of 
object descriptors for the image object in the PDL file. 

7. (Original) The method of claim 1 , further comprising: 
identifying locations of rhe at least one image object in the document; and 

inserting the printer-independent print quality- characteristic at the identified location 
with the image object. 

8. (Original) The method of claim 3. further comprising adding POL language 
comments for each object descriptor 

9. (Previously Presented) The method of claim I , further comprising inscriing the 
association information in the PDL file by location of the particular image object. 
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10. (Previously Presented) The method of claim I, wherein the printer- 
independent print-quality characteristics comprise at least one of "make sharp edges", •'reduce 
motile", "distinguish neighboring colors", "reduce moire", "distinguish tone and edges", 
"maximum tone depth", "pcrccpiual colors", "contour", "no abutting corners", "increase moird", 
"'uniform gloss", "distinctness" and "compress without loss ol detail". 
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